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REMARKS 

Claims 1-5, 7, 9-11, 14, 23, 24, 29, 30, 32, 33, 35, 37-39, 46-48, 50, and 52 are currently 
pending, with claims 1, 23, 29, 46, 47, and 51 being independent. Claims 6, 8, 12, 13, 34, 36, and 40 
have been withdrawn and claims 3, 15-22, 25-28, 31, 41-45, 49, and 51 have been cancelled without 
prejudice. Claims 1 and 29 have been amended. No new matter has been added. Support for the 
claim amendments can be found throughout the specification and in particular, Figure 2 and the last 
paragraph on page 7, starting on line 22 and continuing on to page 8, line 2 as amended herewith. 

Allowed Claims 

Claims 23, 24, 47, and 52 have been allowed. Claim 10, 1 1, 38, and 39 would be allowable if 
rewritten in independent form including all of the limitations of the base claim and any intervening 
claims. Applicant would like to thank the Examiner for her favorable consideration of these claims. 

Specification 

The Examiner has objected to the specification as failing to provide antecedent basis for the 
claimed subject matter. Without acquiescing to the Examiner's characterization, but rather in 
furtherance of prosecution, Applicant herewith amends the specification. Support for the amendment 
can be found in Figure 2 as filed. No new matter has been added. As such, Applicant respectfully 
requests this objection be withdrawn. 

35 U.S.C. §112, first paragraph 

Claims 49 and 51 have been rejected under 35 U.S.C. §112, first paragraph, as failing to 
comply with the written description requirement. Without acquiescing to the Examiner's 
characterization, but rather in furtherance of prosecution, Applicant herewith cancels claims 49 and 5 1 
without prejudice. As such, Application respectfully requests this rejection be withdrawn. 

35 U.S.C. §112, second paragraph 

Claims 1, 2-5, 7, 9-11, 14, and 48 have been rejected under 35 U.S.C. § 112, second paragraph, 
as failing to have antecedent basis for the limitation "said output port of said tubular member." 
Without acquiescing to the Examiner's characterization, but rather in furtherance of prosecution, 
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Applicant herewith amends claim 1 without prejudice. As such, Application respectfully requests this 
rejection be withdrawn. 

35U.S.C. 3103(a) 

Claims 1, 3, 4, 48, and 49 have been rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Saravia, et al. (U.S. Patent No. 6,106,494) (hereinafter "Saravia"). Claims 2 and 14 have been 
rejected under 35 U.S.C. § 103(a) as being unpatentable over Saravia in view of Urich, et al. (U.S. 
Patent No. 5,476,448) (hereinafter "Urich"). Claims 5, 7, 9, and 46 have been rejected under 35 
U.S.C, § 103(a) as being unpatentable over Saravia in view of Rehn, et al. (JP 2000-120602) 
(hereinafter "Rehn"). Claims 29-32, 50, and 51 have been rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Saravia in view of Sepielli, et al. (U.S. Patent No. 5,554,894) (hereinafter 
"Sepielli"). Claims 33, 35, and 37 have been rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Saravia in view of Sepielli and further in view of Rehn. Applicant traverses all of these rejections 
for at least the following reasons. 

Claims 6, 8, 12, 13, 34, 36, and 40 have been withdrawn by the Examiner from further 
consideration as being drawn to a non-elected species. Because claims 1 and 29 are believed to be 
allowable, Applicant respectfully requests that claims 6, 8, 12, 13, 34, 36, and 40 be reinstated as 
depending from an allowable base claim. 

Claims 1, 3, 4, 48, and 49 Are Patentable Over Saravia. 

Claim 1 has been amended to more clearly claim certain aspects of the present invention. 
Saravia does not disclose all the limitations of claim 1. For example, Saravia does not disclose a 
tubular member separate from, and in a parallel fluid relationship with, said irrigation line, said tubular 
member comprising an input port and an output port, wherein the input port and the output port are 
coupled to the irrigation line. 

The Examiner acquiesces that Saravia does not disclose a tubular member in a parallel fluid 
relationship with said irrigation line. Office Action mailed February 23, 2010, p. 5, However, the 
Examiner asserts "Saravia discloses that the accumulator 29 remedies drastic increases in pressure in a 
surgical site . . and the accumulator prevents backflow of fluid from the site. Since the backfiow can 
also cause contamination of the draining line, and such an accumulator would be equally capable of 
preventing backflow of suction, it would have been obvious to one of ordinary skill in the art to modify 
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the system of Saravia such that an additional accumulator placed in the draining outflow line 34 in 
separate form, and in parallel fluid communication with, the irrigation line 28, to prevent backflow or 
drainage pressure buildup." Id. at p. 5-6. Applicant respectfully disagrees. The Examiner's reasoning 
places a tubular member on the draining outflow line 34, which is contrary to the invention. The 
present invention claims that the tubular member is separate from the irrigation line, but still in fluid 
relationship with the irrigation line. It is unclear how placing an accumulator on the draining outflow 
line 34 teaches or suggests a fluid relationship between the tubular member and the irrigation line. 
Moreover, the present invention of claim 1 also requires the tubular member via the input port and 
output port to be coupled to the irrigation line, which is not taught or suggested by Saravia. There is 
no discussion in Saravia or evidence provided by the Examiner to support placing the tubular member 
separate from, and in parallel fluid relationship with, said irrigation line. The Examiner's reasoning 
fails to make up for deficiencies of Saravia and as such fails to render the claimed invention obvious. 

Additionally, Applicant disagrees and submits that the Examiner is relying on alleged "general 
knowledge" in the art to reject the present claims. In accordance with 37 C.F.R. § 1.104 (d)(2) and to 
preserve Applicant's argument on appeal, Applicant requests that the Examiner provide an affidavit 
that supports the rejection of the claims based on the official notice, common knowledge, or personal 
knowledge of the Examiner, or provide a reference demonstrating the purported common knowledge, 
See In re Lee, 277 F,3d 1338, 1344-45, 61 U.S.P.Q.2d 1430, 1435 (Fed. Cir. 2002) (finding that 
reliance on "common knowledge and common sense" did not fulfill the PTO's obligation to cite 
references to support its conclusions, as PTO must document its reasoning's on the record to allow 
accountability and effective appellate review). Even if an additional accumulator were placed in the 
draining outflow line 34 and could function in the manner asserted in the Examiner, such modification 
of Saravia still does not disclose a tubular member separate from, and in a parallel fluid relationship 
with, said irrigation line, said tubular member comprising an input port and an output port, wherein the 
input port and the output port are coupled to the irrigation line, as required by claim 1 . 

Claims 3 and 4 depend from claim 1. Therefore, claims 3, 4, and 48 are patentable over 
Saravia at least for the same reasons that claim 1 is patentable thereover and are patentable in their 
own right as well. 
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Claims 2 and 14 Are Patentable Over Saravia and Urich. 

Claims 2 and 14 depend from claim 1. Urich does nothing to cure the defects of Saravia with 
regard to the limitation of claim 1 discussed above. Therefore, claims 2 and 14 are patentable over 
Saravia and Urich at least for the same reasons that claim 1 is patentable thereover and are patentable 
in their own right as well. 

Claims 5, 7, 9, and 46 Are Patentable Over Saravia and Rehn. 

Claims 5, 7, and 9 depend from claim 1 and claim 46 has similar limitations to claim 1 as 
discussed above. Rehn does nothing to cure tiie defects of Saravia with regard to the limitation of 
claim 1 discussed above. Therefore, claims 5, 7, 9, and 46 are patentable over Saravia at least for the 
same reasons that claim 1 is thereover and are patentable in their own right as well. 

Claims 29-32, 50, and 51 are patentable over Saravia and Sepielli. 

Claim 29 contains limitations similar to those in claim 1, namely, "a tubular member separate 
from, and in a parallel fluid relationship with, said irrigation line, said tubular member comprising an 
input port for receiving fluid from said irrigation line, said tubular member further comprising an 
output port, wherein the input port and the output port are coupled to the irrigation line." Thus, claim 
29 is patentable over Saravia and Relm for similar reasons as those for which claim 1 is patentable 
over Saravia and Relm, and is patentable in its own right as well. Claims 30 and 32 depend from claim 
29 and further define the invention of claim 29. Thus, claims 30 and 32 are patentable over Saravia 
and Rehn at least for the same reasons that claim 29 is patentable thereover, and are patentable in their 
own right as well. 

Claims 33, 35, and 37 are patentable over Saravia, Sepielli, and Rehn. 

Claims 33, 35, and 37 depend from claim 29. Sepielli and Relm do nothing to cure the defects 
of Saravia with regard to the limitation of claim 1 discussed above. Therefore, claims 33, 35, and 37 
are patentable over Saravia, Sepielli, and Rehn at least for the same reasons that claim 29 is patentable 
thereover and are patentable in their own right as well. 



Appl. No. 
Filed 



10/682,460 
October 8, 2003 



CONCLUSION 



In view of the foregoing, it is respectfully submitted that all claims of the present application 
are in condition for allowance. Reexamination and reconsideration of all of the claims, as amended, 
are respectfully requested and allowance of all the claims at an early date is solicited, 

It is believed that all of the pending claims have been addressed. However, the absence of a 
reply to a specific rejection, issue or comment does not signify agreement with or concession of that 
rejection, issue or comment. In addition, because the arguments made above may not be exhaustive, 
there may be reasons for patentability of any or all pending claims (or other claims) that have not been 
expressed. Finally, nothing in this paper should be construed as an intent to concede any issue with 
regard to any claim, except as specifically stated in this paper, and the amendment of any claim does 
not necessarily signify concession of unpatentability of the claim prior to its amendment. 

Applicants believe that no fees are due in accordance with this Response. Should any fees be 
due, the Commissioner is hereby authorized to charge any deficiencies or credit any overpayment to 
Deposit Account 5023 17. 



Respectfully submitted, 
Abbott Medical Optics Inc. 



Dated: 



May 23, 2010 



Tamara J. Yorita ^ 
Registration No. 53,813 
Customer No. 33357 
(714) 247-8422 
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